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Opinion by C ssel, Adm nistrative Trademark Judge:
On Novenber 9, 1993, applicant applied to register the

configuration of the guitar headstock desi gn shown bel ow
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for what were subsequently identified by amendnent as
"electric guitars and acoustic guitars and bass guitars and
parts thereof." The application is based on a claimof use
since Cctober 1, 1993.

Regi stration was refused under Sections 1, 2 and 45 of
the Act on the ground that the proposed mark is functional,
and under Section 2(d) of the Act on the ground that the

proposed mark so resenbl es the mark shown bel ow,

which is registered! to Peavey El ectronics Corporation for
"musical instrunments, nanely, guitars,” that confusion is
likely.

Responsive to the refusal to register based on
functionality, applicant did not deny that its headstock
serves a utilitarian purpose, but argued that the design is
not unregistrable under the Act. Applicant contended that
the design is only de facto functional, rather than de jure

functional, and argued that it is therefore entitled to

IReg. No. 1,738,262, issued on the Principal Register on
Decenber 8, 1992.



Ser No. 74/ 455, 676

regi stration because it has acquired distinctiveess under
Section 2(f) of the Act. Applicant also argued that
confusion with the registered mark is not likely in view of
the differences in the nmarks and the sophistication of the
pur chasers of the goods.

Attached to applicant's response were several exhibits,
including reviews of applicant's guitars from 20th Century
Qui tar Magazine and Guitari st Magazine, an article about
applicant's guitars fromthe Putnam Reporter Dispatch, and a
pronotional brochure for applicant's guitars.

The Exam ning Attorney was not persuaded by applicant's
argunents and exhibits. He maintained the refusal to
regi ster based on the |ikelihood of confusion under Section
2(d) of the Act and he apparently withdrew the refusal under
Sections 1, 2 and 45 of the Act based on functionality,
agreeing with applicant that the design sought to be
registered is only de facto functional. He held that
applicant had not, however, established that the design has
acquired distinctiveness under Section 2(f) of the Act.

Appl i cant responded with nore argunent and exhibits,
i ncl udi ng adverti senents and photographs of applicant's
guitars and the guitars of three conpetitors, Fender, G bson
and Washburn. Al so submtted was anot her copy of the
article about applicant's guitars fromthe Putnam Reporter
Di spat ch.

The Exam ning Attorney withdrew the refusal based on

Section 2(d), but nmade final the refusal based on his
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finding that applicant has not established that the design
it seeks to register has acquired distinctiveness.

Applicant then filed a Notice of Appeal to the Board,
foll owed by a request for reconsideration. The request
provi ded dollar amounts for applicant's adverti sing
expendi tures from 1990 t hrough July of 1995. Al so included
with the reconsideration request was a copy of a printed
advertisenment for applicant's guitars. The advertisenent
features ten photographs of guitar players and quotations
fromeach regarding applicant's guitars, but the headstock
design is neither mentioned in the quotations nor featured
in the pictures. Applicant argued that the advertisenent is
"an exanpl e of acceptance and recognition in the
mar ket pl ace. "

The Exam ni ng Attorney remai ned unpersuaded by
applicant's argunents, and the application was returned to
the Board for resunption of action on the appeal. Applicant
filed its brief, attaching a copy of an advertisenent froma

recent issue of Travel & Leisure Magazine. The

advertisenment is for the Disney Institute, which is
described as a resort in Florida. On the second page it
shows what appears to be the neck and headstock of one of
applicant's guitars, along with a pair of drunsticks. Above
the photo is an invitation to "Participate in an open
rehearsal by your favorite guitarist.”

The Exam ning Attorney filed his brief. In addition to

maki ng argunments in support of the refusal to register, he
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specifically consented to the Board' s consideration of the
evidence applicant untinely filed with its brief. H's
position, however, is that the adverti senent does not
support the conclusion that the design has becone
di stinctive of applicant's products.

No request for an oral hearing was nmade by applicant.

The I egal principles governing this dispute are well
settled and are not disputed by applicant or the Exam ning
Attorney. "A design configuration is considered to be
unregi strable when it has been determned to be de jure, as
opposed to de facto, functional. An itemwhich is de facto
functional may be registrable, while one which is de jure
functional may never be registered even if it has been shown
to possess sone recognition in the trade." 1In re Peters, 6
USPQ2d 1390, 1391 (TTAB 1988). 1In order to hold the design
in question de jure functional, it nmust be shown not | ust
that the itemhas a function, but also that the performance
of that function is enhanced by the particul ar configuration
in which the design is executed. Inre R M Smth, 734
F.2d 1482, 222 USPQ 1 (Fed. Cr. 1984). A configuration
whi ch enbodi es a design which is so superior to other
avai |l abl e designs for achieving its purpose is de jure
functional, and it is not registrable on either register.
In re Morton-Norwi ch Products, Inc., 671 F.2d 1332, 213 USPQ
9 (CCPA 1982). If, however, the design is a feature of the
goods which is only one of many equally feasible, efficient

and conpetitive alternatives, then it is considered to be
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merely de facto functional and may be registered on the
Suppl enental Register or on the Principal Register if it is

i nherently distinctive or if it has acquired distinctiveness
under Section 2(f) of the Act. Inre R M Smth, Inc.
supra.; In re Ovation Instrunents, Inc., 201 USPQ 116, (TTAB
1968) .

As noted above, the issue in this appeal is not whether
t he design sought to be registered is de jure functional
Contrary to the position taken in the Exam ning Attorney's
appeal brief, whether or not the configuration is de facto
functional is not an issue. De facto functionality is not a
ground for refusal of registration. Indeed, it would be
difficult to conceive of a product configuration which is
not at |east de facto functional.

Bot h applicant and the Exam ning Attorney agree that
the design is de facto functional. Applicant does not
contend that it is inherently distinctive. The issue,
therefore, is whether or not applicant has established that
the configuration of applicant's guitar headstock is
regi strabl e under Section 2(f) of the Act because it has
acquired distinctiveness.

To establish secondary neani ng, applicant nust show
that the primary significance of the design in the m nds of
t he peopl e who purchase guitars is not the product, but
rather is an indication of the producer. D stinctiveness is
typically established with evidence of how | ong the mark has

been used, the type and anobunt of advertising of the mark,
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and any ot her evidence that shows that the consum ng public

for the goods associates the proposed mark with a particular
source. In re Pennzoil Products Conpany, 200 USPQ 753 (TTAB
1991).

Based on careful consideration of all of the exhibits
subm tted and argunents nmade by applicant, however, we agree
with the Exam ning Attorney that applicant's design is not
i nherently distinctive, and that applicant has not net its
burden of establishing that the configuration has devel oped
secondary neaning as an indicator of the source of
applicant's goods. W wll discuss each group of
evidentiary subm ssions in turn.

The first attenpt to show acquired distinctiveness was
the Septenber 19, 1994 response to the first refusal.
Exhibit A thereto is sinply a copy of the draw ng of
applicant's guitar headstock. This has no probative val ue
on the issue before us.

The second two exhibits are reviews of applicant's
product from guitar magazi nes. The text of the first notes
that the headstock on applicant's guitar is "a particularly
wel | designed and attractive piece of work." The second
reviewer notes that he |likes the headstock design very mnuch.
Both reviews feature photos of applicant's guitars, but the
configuration of the headstock is neither enphasized in the
pi ctures nor nentioned further in the text. These two
magazi ne articles are plainly favorable reviews of

applicant's guitars, but neither indicates that either
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applicant or the reviewer views the design of the
configuration of the headstock as an indication of the
source of the guitars.

Exhibit Dis the article about applicant's business
from The Putnam Reporter Di spatch. The caption beneath one
photo therein notes that "Even the headstocks...on the
custominstrunment are unique." Near the end of the two-page
text, a nusic store nanager is quoted concerning the
contoured back of the guitar. He goes on to add "And
there's a really nice headstock." Although the headstocks
are shown in the acconpanyi ng photos, both attached to the
conpl eted product and detached therefrom as unfini shed
conponents during the manufacturing process, no further
attention is paid to the design of the headstock. W cannot
conclude fromthese exhibits that the configuration of
applicant's headstock serves as a trademark for these
guitars.

The final exhibit to the first response to the refusa
is a pronotional brochure featuring text and phot ographs of
applicant's guitars. Although the headstock design is shown
on the cover and in several other pictures in the sixteen-
page panphlet, the only nention of it in the text is on the
ei ght h page, wherein "Features" of the product are |isted.
These features include "Natural Wod Bi nding," "Advanced
Neck-thru Conposite Design," "Choice of Fingerboards" and

"Distinctive Scul ptured Headstock." This exhibit clearly
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does not establish that the design sought to be registered
has acquired distinctiveness.

The exhibits submtted with applicant's January 17,
1995 response to the second refusal to register are |ikew se
unper suasi ve that the design has acquired secondary neani ng.
The conpetitive guitars shown are not dranmatically different
i n appearance fromapplicant's guitars. Applicant does not
even nention its headstock design in the texts of either
advertisement. The review of applicant's guitar in the

gui tar magazi ne does note that "...the headstock itself is a
particularly well designed and attractive piece of work."
Nei t her the ads nor the review, however, indicates that the
desi gn sought to be registered is perceived by guitar
purchasers as an indication of the source of applicant's
products.

The next exhibit submtted by applicant in support of
the clai munder Section 2(f) of the Act is the adverti senent
attached to the request for reconsideration. As nmentioned
above, the headstock is neither nentioned in the text nor
featured in the photographs. The quotations may show t hat
the nusicians pictured in the advertisenent are all pleased
with applicant's product, but the ad is not evidence that
t he headstock design functions as a trademark for
applicant's guitars.

The reconsi deration request includes a statenent that

appl i cant spent al nost $350 thousand on advertising from

1992 through m d-1995, but this statenment does not provide
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us with a basis for concluding that the advertising featured
t he design sought to be registered, or that the anmount spent
on such advertising had the effect of creating recognition
of the design as a trademark in the m nds of prospective
guitar buyers. W have no exanples of the advertisenents,
nor do we have any information with which to put applicant's
expenditures into perspective relative to the pronoti onal
expenses of applicant's conpetitors.

The exhibit submtted untinely with applicant's appeal
brief, but nonethel ess accepted by the Exam ning Attorney,
is the ad for the Disney Institute. That another, unrel ated
busi ness pictures the headstock in its own adverti senent
pronmoting its theme park does not establish that the
admttedly de facto functional design has becone distinctive
as a source indicator for applicant's goods.

In sunmary, because applicant has not net its burden of
proving that the configuration sought to be registered has
cone to be regarded as a trademark for applicant's goods,
the refusal to register is affirnmed, and registration to

applicant is refused.

J. D. Sans
R L. Simms
R F. G ssel

Adm ni strative Trademark Judges
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